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Remarks 

Upon entry of the foregoing Amendment, claims 85, 87, 90, 93, 97-102, 104, 124, 126, 
128, 131, 138-140, and 143-152 are pending in the application. Claims 85, 90, 99, 101-102, 124, 
128, 131, 138, 140, and 143-147 have been amended. Claims 86 and 125 have been cancelled. 
Claims 148-152 have been newly added. Applicants believe that this Amendment does not add 
new matter. In view of the foregoing Amendment and the following Remarks, allowance of all 
the pending claims is requested. 

Examiner Interview 

Applicants thanks Examiner Murdough for granting Applicants' representative the 
courtesy of an Examiner Interview on March 16, 2010. During the Examiner Interview, 
Applicants' representative discussed potential claim amendments to clarify various distinctions 
over the references relied upon in the Office Action, as set forth below in further detail. 

Claim Objections 

The Examiner has objected to claims 86 and 125 under 37 C.F.R. § 1.75(c) as allegedly 
being of improper dependent form for failing to further limit the subject matter recited in a 
previous claim. 1 Applicants note that claims 86 and 125 have been cancelled as indicated 
above, and therefore the objection thereto has been rendered moot. Accordingly, Applicants 
request that the Examiner withdraw the objection to the claims. 

Rejection Under 35 U.S.C. § 112. Second Paragraph 

The Examiner has rejected claims 124, 126, 128, 131, 138-140, and 143 under 35 U.S.C. 
§ 112, second paragraph, as allegedly being indefinite for failing to particularly point out and 
distinctly claim the subject matter which Applicants regard as the invention. In particular, the 
Examiner alleges that claim 124 "recites 'data processing circuitry that executes on the postage- 



1 Applicants note that the Office Action appears to erroneously indicate that the objection applies to claim 126. 
In particular, the language that the Examiner addresses in the objection does not appear in claim 126, but rather 
appears in claim 125. As such, Applicants assume that the Office Action includes a typographical error, and that 
the Examiner intended to indicate that the objection actually applies to claim 125. 
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issuing computer system," which the Examiner alleges to be indefinite because "[o]ne of 
ordinary skill in the art would not understand what the structure is of executable circuitry." 
Thus, the Examiner recommends amending the claims to recite "the execution of software 
instead of execution of circuitry" to overcome the rejection. Office Action, pages 3-4. 

Solely for purposes of expediting prosecution of this application, and without 
acknowledging the propriety of the alleged basis for the rejection, Applicants have amended 
claims 124, 128, 131, 140 to further clarify that the system recited therein includes "one or 
more software modules that execute on the postage-issuing computer system, wherein 
executing the one or more software modules on the postage-issuing computer system causes 
the postage-issuing computer system to" perform the various features further recited therein. 
See, e.g., Applicants' Specification, page 26, lines 7-9 and page 28, line 19 - page 29, line 1. As 
such, the amendments to claims 124, 128, 131, 140 fully address the Examiner's alleged basis 
for the rejection. 

Accordingly, for at least the reason that claims 124, 126, 128, 131, 138-140, and 143 
clear and definite, Applicants request that the Examiner withdraw this rejection of the claims. 

Rejection Under 35 U.S.C. § 103 

A. Claims 85. 87, 90. 98-102, 104, 124, 126. 128. 138. 140, 143. and 145-147 

The Examiner has rejected claims 85, 87, 90, 98-102, 104, 124, 126, 128, 138, 140, 143, 
and 145-147 under 35 U.S.C. § 103 as allegedly being unpatentable over U.S. Patent No. 
6,427,021 to Fisher et al. ("Fischer") in view of the Examiner's "Official Notice." This rejection is 
improper and must be withdrawn for at least the reason that Fischer, either alone or in 
combination with the Examiner's "Office Notice" allegations, fails to disclose, teach, or suggest 
each and every feature of the claimed invention. 

More particularly, Fischer, either alone or in combination with the Examiner's "Office 
Notice" allegations, fails to disclose, teach, or suggest at least the combination of features that 
include generating a unique postage indicium that contains a unique tracking number providing 
a mail piece tracking capability within the USPS, "retrieving [] information indexed with the 
unique tracking number from [a] postage database in response to receiving a validation request 
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from the USPS, wherein the validation request received from the USPS relates to a mail piece 
carrying a printed postage indicium that contains the unique tracking number," and 
"transmitting, from the postage-issuing computer system to the USPS, data indicating whether 
the unique tracking number contained in the printed postage indicium carried on the mail piece 
matches any of the records in the transaction database, wherein the USPS submits the mail 
piece for normal delivery if the data transmitted from the postage-issuing computer system 
indicates that the unique tracking number contained in the printed postage indicium carried on 
the mail piece does not match any of the records in the transaction database," as recited in 
amended independent claim 85. 

The Examiner alleges that Fischer shows retrieving information indexed with a unique 
tracking number allocated to a postage transaction from a database and performing validation 
of the information retrieved from the database, and further alleges that Fischer shows the USPS 
determining whether an indicium on a mail piece carrying the unique tracking number is valid 
based on such validation information. Office Action, pages 5-6. Applicants disagree with the 
Examiner's assessment for at least the reason that Fischer does not disclose, teach, or suggest 
validating a printed postage indicium carried on a mail piece in response to a unique tracking 
number contained in the printed postage indicium not matching any records in a transaction 
database that stores tracking numbers contained in postage indicia carried on mail pieces 
previously handled by the USPS, as recited in amended independent claim 85, for example. 
Rather, Fischer generally describes techniques for determining whether an artistic work printed 
on a mail piece complies to various terms in an agreement with an entity that owns a copyright 
in the artistic work (e.g., Abstract). 

For example, Fischer generally describes a "system that permits artistic works ... to be 
down loaded pursuant to an agreement with a representative of the copyright owner to users 
of postal security devices to pay for their use of copyrighted artistic works" (Abstract). Thus, 
although Fischer indicates that a "scanner at the post would . . . extract a unique identifier 
contained on the mail piece that is associated with the artistic or graphical information 
contracted to appear on the mail piece," and further that the "scanner will also read tracking 
information that is contained in the unique identifier" (col. 3, lines 19-37), Fischer does not 
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disclose, teach, or suggest validating the mail piece for normal delivery if the tracking 
information does not match any records in a transaction database that stores tracking numbers 
contained in postage indicia carried on previously handled mail pieces. In other words, any 
validation that Fischer describes does not relate to verifying that a unique tracking identifier 
contained in a printed postage indicium carried on a mail piece has not previously been used on 
another mail piece that the USPS previously handled. 

Instead, and at best, Fischer references tracking information contained in unique 
identifiers associated with artistic or graphical works printed on mail pieces to detect misuse in 
the production or usage of the artistic works. In contrast, amended independent claim 85 
recites, among other things, that the validation request "relates to a mail piece carrying a 
printed postage indicium that contains the unique tracking number," whereas Fischer 
describes reading tracking information "that is contained in the unique identifier" associated 
with the artistic or graphical work printed on the mail piece. Thus, one distinction between 
Fischer and the features recited in amended independent claim 85 relates to the relationship 
between postage indicia and unique tracking numbers. In particular, amended independent 
claim 85 recites that a unique postage indicium generated in a postage transaction contains a 
unique tracking number, and further that validation requests received from the USPS relate to 
mail pieces that carry printed postage indicia that contain unique tracking numbers. On the 
other hand, Fischer does not disclose, teach, or suggest any specific relationship between 
postage indicia and tracking information, but rather indicates that unique identifiers for artistic 
or graphical works may contain tracking information. For at least this reason, Fischer fails to 
disclose, teach, or suggest at least the foregoing features recited in amended independent 
claim 85, for example. 

Furthermore, as noted above, Fischer does not reference any tracking information 
obtained from a mail piece to determine whether the tracking information has been used on 
any mail pieces that the USPS previously handled (e.g., to detect copy fraud where a shipper 
attempts to use a particular postage indicium or tracking number multiple times). Rather, even 
assuming arguendo that Fischer describes indexing postage transactions with tracking 
information (which Applicants do not concede), Fischer describes techniques for evaluating 
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"information about artistic or graphical information that has previously been uploaded from 
sending postal security devices to determine if misuse has been committed in the production 
of the artistic or graphical information" (col. 3, lines 19-37) (emphasis added). Thus, whereas 
amended independent claim 85 recites various features that relate to indexing a postage 
transaction with a unique tracking number that "provides a mail piece tracking capability within 
the United States Postal Service," which may enable a postage-issuing computer system to 
generate data that the USPS can reference to determine whether or not to submit for normal 
delivery a mail piece carrying a printed postage indicium that contains the unique tracking 
number. As such, another distinction between amended independent claim 85 and Fischer 
relates to the features in amended independent claim 85 that relate to techniques for 
validating a postage indicium printed on a mail piece based on whether a tracking number 
contained therein has been used on another mail piece to detect fraudulently copied postage 
indicia, whereas Fischer validates a mail piece based on whether an artistic work printed on a 
mail piece complies to terms in an agreement with a copyright owner of the artistic work. For 
at least this reason, Fischer further fails to disclose, teach, or suggest at least the foregoing 
features recited in amended independent claim 85, for example. 

The Examiner's "Office Notice" allegations fail to cure the foregoing deficiencies of 
Fischer for at least the reason that the Examiner's "Office Notice" allegations only allege that "it 
is notoriously old and well-known in the art to not provide a service when the payment appears 
fraudulent," which does not properly establish that it would have been well-known to a person 
having ordinary skill in the art to validate payment for a postage indicium carried on a mail 
piece based on whether a unique tracking number contained therein has been used on one or 
more previously handled mail pieces. For example, the support the "Office Notice" allegations, 
the Examiner further alleges that "because the party provides the service at a cost to the 
party," it would have been obvious "to have the validity determination govern the mailing of 
the mail piece because if the indicia is invalid, the USPS would not get proper payment for 
providing the service of delivering the mail piece." Office Action, pages 6-7. Thus, even taking 
the Examiner's "Office Notice" allegations at face value, validating that payment for a particular 
postage indicium has been provided for does not properly disclose, teach, or suggest validating 
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the postage indicium based on whether a tracking number contained therein has been 
previously used on another mail piece. Accordingly, for at least these reasons, the Examiner's 
"Office Notice" allegations fail to cure the foregoing deficiencies of Fischer. 

Furthermore, Applicants hereby traverse the Examiner's "Official Notice" allegations for 
at least the reason that the Examiner has failed to properly establish that the aforementioned 
features that amended independent claim 85 recites are "notoriously old and well-known in the 
art" within the context that relates to validating a postage indicium carried on a mail piece 
based on a comparison of a unique tracking number contained therein to a transaction 
database that stores records describing tracking numbers contained in postage indicia 
previously handled by the USPS. For example, amended independent claim 85 recites that "the 
unique tracking number . . . provides a mail piece tracking capability within the United States 
Postal Service," whereby a printed postage indicium carried on a mail piece can be validated if 
the printed postage indicium contains a unique tracking number that has not previously been 
used on another mail piece handled by the USPS, or alternatively suspecting that the printed 
postage indicium has been fraudulently copied if the unique tracking number contained in the 
printed postage indicium has previously been used on another mail piece handled by the USPS. 

Thus, because the Examiner has failed to identify any disclosure, teaching, or suggestion 
in Fischer, or any other reference, that would indicate that these features are well known, 
Applicants note that the Examiner may only "take [Official] notice of facts beyond the record 
which ... are capable of such instant and unquestionable demonstration as to defy dispute." In 
reAhlert, 424 F.2d 1088 (C.C.P.A. 1970). In particular, "[assertions of technical facts in areas of 
esoteric technology must always be supported by citation to some reference work recognized 
as standard in the pertinent art" Id. (emphasis added). Accordingly, for at least the foregoing 
reasons, and pursuant to the requirements of 37 C.F.R. § 1.104(c), the Examiner must provide 
documentary evidence in the next Office Action if the Examiner maintains the rejection based 
on Fischer and the Examiner's "Official Notice" allegations. In re Zurko, 258 F.3d 1379 (Fed. Cir. 
2001) (requiring an Examiner to "point to some concrete evidence in the record" to support a 
finding based on common knowledge). Moreover, if the Examiner has relied upon personal 
knowledge as the basis for the "Official Notice" allegations, the Examiner must provide an 
Page 18 of 22 

401781612vl 



Application Serial No.: 09/990,341 
Attorney Docket No.: 080839-0380627 
Response to Dec. 22, 2009 Office Action 

affidavit to support the alleged personal knowledge in the next Office Action if the Examiner 
maintains the rejection. 37 C.F.R. § 1.104(d)(2). In the absence of proper documentary 
support, the Examiner has improperly relied upon the "Official Notice" allegations in the 
rejection based on Fischer and the Examiner's "Official Notice" allegations. 

Accordingly, for at least the foregoing reasons, Fischer, either alone or in combination 
with the Examiner's "Official Notice" allegations, fails to disclose, teach, or suggest each and 
every feature of amended independent claim 85. The rejection is therefore improper and must 
be withdrawn. 

Independent claims 124 and 147 have been amended to include features similar to 
those set forth in amended independent claim 85. Claims 87, 90, 98-102, 104, 126, 128, 138, 
140, 143, and 145-146 depend from and add features to one of amended independent claims 
85 and 124. Thus, the rejection of these claims is likewise improper and must be withdrawn for 
at least the same reasons. 

B. Claims 93. 97, 131. 139. and 144 

The Examiner has rejected claims 93, 97, 131, 139, and 144 under 35 U.S.C. § 103 as 
allegedly being unpatentable over Fischer in view of the Examiner's "Official Notice" 
allegations, and further in view of a United States Postal Service press release entitled 
"Technology Upgrades to Track Mail, Enhance Accounting and Timekeeping Systems" ("USPS"). 
This rejection is improper and must be withdrawn for at least the reason that Fischer and USPS, 
either alone or in combination with the Examiner's "Office Notice" allegations, fail to disclose, 
teach, or suggest each and every feature of the claimed invention. 

More particularly, for at least the reasons discussed above, Fischer, either alone or in 
combination with the Examiner's "Office Notice" allegations, fails to disclose, teach, or suggest 
at least the combination of features that include generating a unique postage indicium that 
contains a unique tracking number providing a mail piece tracking capability within the USPS, 
"retrieving [] information indexed with the unique tracking number from [a] postage database 
in response to receiving a validation request from the USPS, wherein the validation request 
received from the USPS relates to a mail piece carrying a printed postage indicium that contains 
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the unique tracking number," and "transmitting, from the postage-issuing computer system to 
the USPS, data indicating whether the unique tracking number contained in the printed postage 
indicium carried on the mail piece matches any of the records in the transaction database, 
wherein the USPS submits the mail piece for normal delivery if the data transmitted from the 
postage-issuing computer system indicates that the unique tracking number contained in the 
printed postage indicium carried on the mail piece does not match any of the records in the 
transaction database," as recited in amended independent claim 85. 

USPS fails to cure the foregoing deficiencies of Fischer and the Examiner's "Official 
Notice" allegations for at least the reason that the Examiner has only relied upon USPS as 
allegedly showing "the USPS providing tracking numbers to be placed on mail so the mail can be 
tracked as it flows through the automated mailstream." Office Action, pages 10-11. However, 
providing tracking numbers that can be used to track mail pieces in and of itself does not 
properly disclose, teach, or suggest validating a postage indicium carried on a mail piece based 
on whether a unique tracking number contained therein has been used on one or more 
previously handled mail pieces. For at least this reason, USPS fails to cure the foregoing 
deficiencies of Fischer and the Examiner's "Official Notice" allegations. 

Accordingly, for at least the foregoing reasons, Fischer and USPS, either alone or in 
combination with the Examiner's "Office Notice" allegations, fail to disclose, teach, or suggest 
each and every feature of amended independent claim 85. Independent claim 124 has been 
amended to include features similar to those set forth in amended independent claim 85. 
Claims 93, 97, 131, 139, and 144 depend from and add features to one of amended 
independent claims 85 and 124. Thus, the rejection of these claims is improper and must be 
withdrawn for at least the foregoing reasons. 
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New Claims 148-152 

As indicated above, the Examiner has failed to establish that Fisher and USPS, either 
alone or in combination with the Examiner's "Official Notice" allegations, disclose, teach, or 
suggest each and every feature of amended independent claims 85 and 124. New claims 148- 
152 depend from and add features to one of amended independent claims 85 and 124. Thus, 
newly added claims 148-152 are allowable over Fisher, the Examiner's "Office Notice" 
allegations, and USPS for at least the same reasons discussed in further detail above. 
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Conclusion 

Having addressed each of the foregoing rejections, it is respectfully submitted that a full 
and complete response has been made to the outstanding Office Action. As such, the 
application is in condition for allowance. Notice to that effect is respectfully requested. 

If the Examiner believes, for any reason, that personal communication will expedite 
prosecution of this application, the Examiner is invited to telephone the undersigned at the 
number provided. 



Date: March 22. 2010 Respectfully submitted, 

/SyedJafar Ali/ 

By: 

Syed Jafar Ali 
Registration No. 58,780 
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